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DETAILED ACTION 



Claim Rejections - 35 USC § 112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the nfianner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 7-9 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. 

Claim 7 recites the limitation "... wherein said processing circuitry is operable to 
edit image data stored on said removable memory module .... ". The Specification fails 
to disclose an "edit" function. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewlse extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington. 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321© may be used 
to overcome an actual or provisional rejection based on a nonstatutory double patenting 
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ground provided the conflicting application or patent is shown to be commonly owned 
with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1994, a registered attomey or agent of record may sign a 

terminal disclaimer. A temninal disclaimer signed by the assignee must fully comply with 

37 CFR 3.73(b). 

4. Claim 1 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,658,202. 

Regarding claim 1, claim 1 of the U.S. Patent No. 6,658,202 cite the features of 
claim 1 of this application including for use in transferring image data between a 
removable digital memory module and a user's computer, a portable, hand-held, digital 
camera picture image data transfer and repository device embodied in a housing 
connectable to both a removable memory module and a user's notebook or desktop 
computer and which is of a size which can be held in a user's palm, said repository 
device comprising a housing of a size to be held in the palm of a user's hand and 
including a memory input port sized to receive a digital camera memory and including 
an output port for coupling said portable repository device to a user's computer, a mass 
storage device operatively coupled to receive and store picture Image data from a 
digital camera memory module inserted into said memory input port and for storing said 
Image data, said mass storage device being accessible for downloading said image 
data to a user's computer, processing circuitry for controlling the transfer of data stored 
in said digital camera module inserted into said memory input port to said mass storage 
device, an output interface, coupled to said mass storage device, for use in transferring 
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image data stored in said mass storage device to said user's computer, said output 
interface being compatible with an interface of said user's computer (see lines 1-22). 

Claim 1 of cun-ent application is obvious over claim 1 of U.S. Patent No. 
6,658,202 because claim 1 of current application is broader than claim 1 of U.S. Patent 
No. 6,658,202. Allowance of claim 1 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 1 , therefore obviousness type double patenting is appropriate. 

5. Claim 2 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 2 of U.S. Patent No. 6,658,202. 

Regarding claim 2, claim 2 of the U.S. Patent No. 6,658,202 cite the features of 
claim 2 of this application including wherein said processing circuitry is operable to 
reformat a digital camera memory module inserted into said memory input port to place 
said digital camera memory module into a state where it can be reused in the user's 
digital camera for picture capture without erasing desired picture image data (lines 1-6). 

Claim 2 of cun-ent application is obvious over claim 2 of U.S. Patent No. 
6,658,202 because claim 2 of current application is broader than claim 2 of U.S. Patent 
No. 6,658,202. Allowance of claim 2 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 2, therefore obviousness type double patenting is appropriate. 
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6. Claim 3 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 3 of U.S. Patent No. 6,658,202. 

Regarding claim 3, claim 3 of the U.S. Patent No. 6,658,202 cite the features of 
claim 3 of this application including wherein said output interface includes a USB 
interface operatively coupled to said mass storage for transferring oicture image data to 
a user's computer (lines 1-4), 

Claim 3 of current application is obvious over claim 3 of U.S. Patent No. 
6,658,202 because claim 3 of current application is broader than claim 3 of U.S. Patent 
No. 6,658,202. Allowance of claim 3 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 3, therefore obviousness type double patenting is appropriate. 

7. Claim 4 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 1 of U.S. Patent No. 6,658,202. 

Regarding claim 4, claim 1 of the U.S. Patent No. 6,658,202 cite the features of 
claim 4 of this application including wherein said processing circuitry in detemnining that 
the copy operation has been correctly performed is operable to determine whether the 
data stored in the memory module conforms with a standard format (lines 1-5). 

Claim 4 of current application is obvious over claim 1 of U.S. Patent No. 
6,658,202 because claim 4 of current application is broader than claim 1 of U.S. Patent 
No. 6,658,202. Allowance of claim 4 would result in an unjustified 
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time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 1. therefore obviousness type double patenting is appropriate. 

8. Claim 5 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 6 of U.S. Patent No. 6,658,202. 

Regarding claim 5, claim 6 of the U.S. Patent No. 6,658,202 cite the features of 
claim 5 of this application including a display device for displaying picture image data 
(lines 1-3). 

Claim 5 of cun^ent application is obvious over claim 6 of U.S. Patent No. 
6.658,202 because claim 5 of current application is broader than claim 6 of U.S. Patent 
No. 6,658,202. Allowance of claim 5 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 6, therefore obviousness type double patenting is appropriate. 

9. Claim 6 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 6 of U.S. Patent No. 6,658,202. 

Regarding claim 6, claim 6 of the U.S. Patent No. 6,658,202 cite the features of 
claim 6 of this application including a display device for displaying picture image data, 
wherein said data repository device is operable to receive digital image data from a 
user's computer (lines 1-4). 

Claim 6 of current application is obvious over claim 6 of U.S. Patent No. 
6,658,202 because claim 6 of current application is broader than claim 6 of U.S. Patent 
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No. 6,658,202. Allowance of claim 6 would result in an unjustified 

time-wise extension of the monopoly previously granted for the invention defined by 

patent claim 6, therefore obviousness type double patenting is appropriate. 

1 0. Claim 1 0 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 8 of U.S. Patent No. 6,658,202. 

Regarding claim 10, claim 8 of the U.S. Patent No. 6,658,202 cite the features of 
claim 10 of this application including wherein said mass storage device is removable 
(lines 1-3). 

Claim 10 of current application is obvious over claim 8 of U.S. Patent No. 
6,658,202 because claim 10 of current application is broader than claim 8 of U.S. Patent 
No. 6,658.202. Allowance of claim 10 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 8, therefore obviousness type double patenting is appropriate. 

1 1 . Claim 1 1 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,658,202. 

Regarding claim 11. claim 9 of the U.S. Patent No. 6,658,202 cite the features of 
claim 1 1 of this application including for use in transferring data between a removable 
flash memory module and a user's computer, a portable, hand-held, general purpose, 
digital data transfer and repository device embodied in a housing connectable to both a 
removable memory module and a user's notebook or desktop computer and which is of 
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a size wiiicli can be iieid in a user's palm, said repository device comprising a liousing 
of a size to be held in the palm of a user's hand and including a memory insertion 
section for receiving a digital memory module having at least one digital data structure 
having a predetermined name, and including an output port for coupling said portable 
repository device to a user's computer, a mass storage device contained within said 
hand-held housing and operatively coupled to receive and store digital data from said 
digital memory module, said mass storage device being accessible for data transfer 
between said portable repository device and a user's computer, processing circuitry 
contained within said hand-held housing for controlling the transfer of data stored in said 
digital memory module to said mass storage device, said processing circuitry being 
operable in response to a user's actuation of said at least one user operable key to 
change the name of said digital data structure, an output interface, coupled to said 
mass storage device, for use in transferring data between said mass storage device and 
' said user's computer, said output interface being compatible with an interface of said 
user's computer (see lines 1-24). 

Claim 1 1 of current application is obvious over claim 9 of U.S. Patent No. 
6,658,202 because claim 1 1 of current application is broader than claim 9 of U.S. Patent 
No. 6,658,202. Allowance of claim 1 1 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 9, therefore obviousness type double patenting is appropriate. 
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12. Claim 1 2 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,658,202 in 
view of YamauchI et al (US 6.020.982). 

Regarding claim 12, claim 9 of the U.S. Patent No. 6,658,202 fail to cite the 
features of claim 12 of this application including wherein said at least one user operable 
key permits a user to associate text information with an identified image. 

Yamauchi et al teach an image data processing apparatus for converting an 
optical image taken by a camera into digital image data, and recording and reproducing 
on a recording medium, wherein during the text insertion processing function the 
original image is processed by the CPU 625, and the header data in image is displayed 
(see col.53. line 27-40 and col.54, lines 37-55). Here, Yamauchi et al discloses wherein 
text information is associated with an identified image by the CPU 625. Yamauchi fails 
to explicitly teach wherein the user (manually) associates text information with an 
identified image. Official Notice is taken that it is well known for a user to associate text 
information with an identified image, in order, for example, to assign a name or a title to 
an identified image. 

It, therefore, would have been obvious to add wherein the user is able to 
associate text infomiation with an identified image in claim 9 in order, for example, to 
assign a name or a title to an identified image. 
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1 3. Claim 1 3 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,658,202 in 
view of Yamauchi et al (US 6.020.982). 

Regarding claim 13, claim 9 of the U.S. Patent No. 6,658,202 fail to cite the 
features of claim 13 of this application including wherein said digital data structure is a 
file and the user is able to change the name of the file. Yamauchi et al teach an image 
data processing apparatus for converting an optical image taken by a camera Into digital 
image data, and recording and reproducing on a recording medium, wherein by 
transferring the digital voice data to the data memory, when the voice reproduction start 
is instructed by the CPU after reproducing and displaying the image data, the content of 
the data memory is automatically read out and reproduced in voice, after a specified 
time preset by the CPU. Meanwhile, if the necessary voice file name and the voice start 
time are coexistent as the information of image data file, a series of processing may be 
done automatically by the CPU In the midst of the operation for displaying the image 
data (see col.44, lines 14-27). Further, Yamauchi et al teach wherein the CPU changes 
the screen of display 1 to VI 4. the menu level to "3". and the menu mode name to 
"position" (see col.54, lines 17-36). Since the CPU can create these changes, it would 
have been obvious that the CPU could make more changes, including changing the 
voice file name, for example. Yamauchi et al here discloses data files and automatic 
changing of file name, for example. Yamauchi fails to explicitly teach wherein the user 
(manually) changing file name, for example. Official Notice is taken that it is well known 
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for a user to change file name, in order, for example, to satisfy a specific engineering 
design consideration. 

It, therefore, would have been obvious to add wherein the user is able to change 
the name of a file to claim 9 in order to satisfy a specific design consideration, for 
example. 

14. Claim 14 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,658,202 in 
view of Yamauchi et al (US 6.020.982). 

Regarding claim 14, claim 9 of the U.S. Patent No. 6,658,202 fail to cite the 
features of claim 14 of this application including wherein said at least one user operable 
key permits a user to enter data for creating a directory. Yamauchi et al teach an image 
data processing apparatus for converting an optical image taken by a camera into digital 
image data, and recording and reproducing on a recording medium, wherein directory 
area are composed in which cluster numbers to start each packets from 1 to 1024 are 
recorded, for example. It follows then that a directory can be created to store a "list" of 
information for easy access. It would have been obvious to add creating a directory to 
claim 9 in order to store a list of data for easy access, for example. 

1 5. Claim 1 5 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,658,202. 
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Regarding claim 15. claim 9 of the U.S. Patent No. 6.658,202 fail to cite the 
features of claim 14 of this application including wherein said at least one user operable 
key permits a user to enter data indicative of where data is to be removed. But this 
would have been an obvious engineering design consideration depending on the circuit 
at hand. 

1 6. Claim 1 6 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6.658,202. 

Regarding claim 16, claim 9 of the U.S. Patent No. 6,658,202 cite the features of 
claim 16 of this application including a display device for displaying picture image data, 
wherein said data repository device is operable to receive digital image data from a 
user's computer (lines 1-4). 

Claim 16 of current application is obvious over claim 9 of U.S. Patent No. 
6.658,202 because claim 16 of current application is broader than claim 9 of U.S. Patent 
No. 6,658,202. Allowance of claim 16 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 9, therefore obviousness type double patenting is appropriate. 

1 7. Claim 1 7 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 9 of U.S. Patent No. 6,658,202. 
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Regarding claim 17, claim 9 of the U.S. Patent No. 6,658,202 cite the features of 
claim 17 of this application including wherein said digital memory module stores audio 
data (wherein data includes audio and image/video (lines 1-2). 

Claim 17 of current application is obvious over claim 9 of U.S. Patent No. 
6,658,202 because claim 17 of current application is broader than claim 9 of U.S. Patent 
No. 6,658,202. Allowance of claim 17 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 9, therefore obviousness type double patenting is appropriate. 

1 8. Claim 1 8 is rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claim 10 of U.S. Patent No. 6,658,202, 

Regarding claim 18, claim 10 of the U.S. Patent No. 6,658,202 cite the features 
of claim 18 of this application including wherein said processing circuitry is operable to 
refomiat a memory module inserted into one of the memory input ports to place the 
memory module into a state where it can be reused (lines 1-4). 

Claim 18 of current application is obvious over claim 10 of U.S. Patent No. 
6,658,202 because claim 18 of current application is broader than claim 10 of U.S. 
Patent No. 6,658,202. Allowance of claim 18 would result in an unjustified 
time-wise extension of the monopoly previously granted for the invention defined by 
patent claim 10, therefore obviousness type double patenting is appropriate. 
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Conclusion 

1 9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Saito et al teach an electronic still camera which uses a memory 
card, and an image signal processing apparatus which comprises a laptop computer 
which uses the electronic still camera and the memory card, a personal data terminal 
(PDA), and a host computer such as an electronic notebook. 

Enasley et al (US 6,005,613) teach the field of electronic photography, including 
a digital camera capable of interfacing with a computer. 

20. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Christopher Onuaku whose telephone number is 571- 
272-7379. The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Miller can be reached on 571-272-7353. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonmation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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